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Mark Schweizer said...
I bel ieve genuine use in one Member St at e must be suff icient t o achieve t he st at ed goal of t he Communit y
t rade mark regulat ion. As Ben Moneapil lay point s out , Council Regulat ion 40/ 94 seeks t o creat e "legal
condit ions [. . . ] which enable undert akings t o adapt t heir act ivit ies t o t he scale of t he Communit y whet her
in manufact uring and dist ribut ing goods or in providing services". Suppose use of a CTM in one Member
St at e was insuff icent t o avoid cancel lat ion for non-use. The t rade mark propriet or whose CTM was cancel led might
t hen face confl ict ing older t rade marks when export ing it s goods or services t o anot her Member St at e. This kind of
barrier t o t rade wit hin t he EU is exact ly what t he Communit y t rade mark regulat ion seeks t o prevent . If you own a
CTM (pre-dat ing confusingly similar nat ional marks, of course), and you use t hat mark in at least one Member St at e,
t hen you cannot be enj oined, based on nat ional t rade mark law, t o offer your product s in any Member St at e. That 's
t he point . Al low movement of goods.

Art icle 108(2) prohibit s conversion of a CTM cancel led for non-use int o a nat ional mark "unless in t he Member St at e
for which conversion is request ed t he Communit y t rade mark has been put t o use which would be considered t o be
genuine use under t he laws of t hat Member St at e;".

I read t his t o al low conversion when t he use of a CTM (in any Member St at e) was insuff icient under t he Communit y
t rade mark regulat ion but was suff icient under t he nat ional laws of t he concerned Member St at e; i.e. t he
requirement s for use in t hat Member St at e are less demanding t han t he ones for a CTM. In t his case, conversion
should be al lowed because a nat ional mark in t hat Member St at e would have been used suff icient ly, and t he owner
of t he CTM should not be in a worse posit ion t han t he owner of a nat ional mark in said Member St at e. Art . 108(2), in
my reading, does not require proof of genuine use according t o European st andards in t he concerned Member St at e.
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Anonymous said...
This analysis is t o be found in Annand & Normand, Blackst one's Guide t o t he Communit y Trade Mark at pp. 124-125
and 139, publ ished as long agao as 1998.
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Kate Széll said...
I agree wit h Ben and have, for many years, not al lowed anyone advising cl ient s under my supervision t o t el l t hem
t hat use in one count ry is suff icient t o maint ain a CTM. Aft er al l , what is t he aut horit y for t hat ? - The minut es which
also gave us t he aut horit y t hat l ikel ihood of associat ion was t o be int erpret ed as per Benelux law. That was held
t o be wrong, and t he minut es not binding, some years ago.

The CTM syst em s maj or f law is t he ext reme breadt h of prot ect ion given t o propriet ors who should in my humble
opinion not be al lowed such breadt h. This arises from t he prot ect ion given t hrough 27 count ries, when t he
propriet or has an int erest only in a miniscule number of t hose count ries, and also from t he ridiculous breadt h of
specif icat ion t hat is al lowed or, rat her, as a result of t he fee syst em, encouraged for CTMs. Try deal ing wit h an
opposit ion when you know t hat t he opponent has absolut ely no int erest in t he count ry or count ries where your cl ient
want s prot ect ion or advising on a t rade mark search and you l l quickly see t he problem. It may only be a small
st art ing point but I give a big hurrah t o t his decision!
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Peter Smith said...
I do not t hink t hat Art icles relat ing t o conversion can be used t o draw t he conclusions t hat Ben proposes. If you
consider a t rade mark t hat has been used in j ust part of a member st at e (e.g. Cornwal l), t hat might const it ut e
genuine use of a nat ional (U.K.) t rade mark but not genuine use of a Communit y t rade mark. Art icle 108(2)(a)
appears t o be int ended t o address such a sit uat ion.
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Christopher Morcom QC said...



Christopher Morcom QC said...
I have writ t en in some det ail on t his, including t he Art icle 108 argument - it is in one of t he lat er chapt ers of Modern
Law of Trade Marks ('MLT', 27.52 et seq). For t he moment I would j ust make one brief observat ion.

An earl ier draft of t he proposed Communit y Trade Mark Regulat ion put t he user requirement as "use in a subst ant ial
part of t he Common Market ". At t he t ime I prot est ed t o Bryan Harris, t he off icial at t he Commission deal ing wit h t he
mat t er, t hat t his would discriminat e unfairly against small businesses. I have a copy of my let t er, which is
ment ioned in a foot not e in t he relevant sect ion of MLT (27.54, fn 3). In t hat let t er I cit ed t he unit ary charact er of
t he proposed CTM, and suggest ed t hat t he requirement should be 'genuine use' in t he Common Market . So, while I
am not wedded t o t he 'j oint st at ement s', I bel ieve t hat t hey are indeed correct on t his issue and reflect t he int ent ion
behind t he int roduct ion of t he 'genuine use' requirement . Pago deals wit h a separat e and different provision, which
requires a 'reput at ion in t he Communit y'. I bel ieve t hat t he decision of t he Dut ch Court is incorrect , and t hat t he ECJ
- consist ent ly wit h it s earl ier decision in cases such as Ansul and La Mer - should disagree wit h it and cont inue t o
forcus on t he requirement of 'genuineness' of t he use, rat her t han t he quant it at ive aspect s.
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stephen said...
Just a t hought , but would t he presence of t he t rademark on a websit e, avaiable/ viewable anywhere in t he European
Union, not const it ut e offering t rademarked goods for sale across t he whole of t he EU?
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Jen said...
and would it not depend on t he goods/ services in quest ion- surely t he t hreshold for "genuine use" is lower for
airplanes t han, for inst ance, chewing gum- 50 packs of chewing gum sold in t he Net herlands in t he past 5years may
not count as genuine use, but one would hope t hat cert ainly 50 j et s would.. .
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Anonymous said...
In response t o St ephen's comment s I bel ieve it depends on t he fact s (as usual!)

Consider a websit e in Spanish for example (so t arget audience=Spain) t hat may also st at e t hat t hey only del iver
goods t o Spain. I would have t hought t hat eit her of t hese could lead t o t he conclusion t hat t he t rade mark would
not be genuinely used out side of Spain.
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The TradeMarkovs' said...
If t here is an issue it s rat her legislat ive and not int erpret at ive.

How could a rul ing be spot on when it ret urns t o a solut ion repealed from t he draft proposal for t he Regulat ion?
Doesn t t he adopt ion hist ory clearly reveal t hat t he law-makers didn t arrive t o any consent even closer t o t he
elucidat ion offered by t he BOIP recent ly?Didn't t hey rebuff it def init ely?

Who s part ial t o what or are al l provisions in Regulat ion 207/ 2009 consist ent are not quest ions of legal met hod.
These might be underpinning for prospect ive legislat ive improvement .

I vent ure t o reit erat e t he exact value of inst rument s as Joint St at ement s as far as t he principle of t he int erpret ive
cont ext is concerned (e.g. Art . 31 and Art . 32 of t he Vienna Convent ion on t he Law of Treat ies and I do not bel ieve
t hat we could render regulat ions out of cont ext and out of reading rules).
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Richard Gallafent said...
Wit h great respect t o t he det ailed analysis undert aken by Ben, I fear he has lost sight of t he landscape among t he
forest of relevant and associat ed provisions. I bel ieve t he provisions are plain and simple, and t hat we st ray from t he
proposit ion, t hat locat ion in an area A which is whol ly encompassed by an area B is locat ion in area B, at our peril .



proposit ion, t hat locat ion in an area A which is whol ly encompassed by an area B is locat ion in area B, at our peril .
Venn diagrams and symbol ic logic may have relevance here.

The best cont ribut ion I have seen recent ly on t his subj ect is t o be found in t he OHIM cont ribut ion t o t he current Max
Planck Inst it ut e st udy, see sect ion IV at page 13 and 14. The l ink is

ht t p:/ / oami.europa.eu/ ows/ rw/ resource/ document s/ OHIM/ OHIMPubl icat ions/ ohim_cont ribut ion.pdf

I very much hope t he Court of Just ice wil l t ake a robust view, and a clear one!
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Camilo Sessano Goenaga said...
In my opinion, t here are several crit eria t hat must be t aken int o account in det ermining t he suff iciency of use of a
CTM wit hin a single Member St at e, and are as fol lows:

- f irst of al l , and as t he communit y j udge has held: t he t errit orial scope of t he use is only one of several fact ors t o
be t aken int o account in t he det erminat ion of whet her it is genuine or not (see, t o t hat effect , j udgment of t he
Court of Just ice of 11 May 2006 in Case C-416/ 04 P The Sunrider Corporat ion v OHIM ( Vit afruit ) [2006] ECR I-4237,
at paragraph 76, and j udgment of t he General Court of 10 Sept ember 2008 in Case T-325/ 06 Bost on Scient if ic Lt d v
OHIM ( Capio ) [2008] ECR publ icat ion pending, at paragraph 46; see also t o t hat effect and by analogy, order of t he
Court of Just ice of 27 January 2004 in Case C-259/ 02 La Mer Technology, Inc. v Laborat oires Goemar SA ( Laborat oire
de la mer ) [2004] ECR I-1159, at paragraph 24).

- Second: it is not possible t o det ermine a priori, and in t he abst ract , what quant it at ive (and t errit orial?) t hreshold
should be chosen in order t o det ermine whet her use is genuine or not . A de minimis rule, which would not al low
t he nat ional court t o appraise al l t he circumst ances of t he disput e before it , cannot t herefore be laid down (see t o
t hat effect , order of t he Court of Just ice of 27 January 2004 in Case C-259/ 02 La Mer Technology, Inc. v Laborat oires
Goemar SA ( Laborat oire de la mer ) [2004] ECR I-1159, at paragraph 25; and j udgment of t he Court of Just ice of 11
May 2006 in Case C-416/ 04 P The Sunrider Corporat ion v OHIM ( Vit afruit ) [2006] ECR I-4237, at paragraph 72).

- Third, as t he communit y j udge has est abl ished: use of t he mark may in some cases be suff icient t o est abl ish
genuine use wit hin t he meaning of t he Direct ive, even if t hat use is not quant it at ively (t errit orial ly?) signif icant . Even
(t errit orial?) minimal use can t herefore be suff icient t o qual ify as genuine (see t o t hat effect , order of t he Court of
Just ice of 27 January 2004 in Case C-259/ 02 La Mer Technology, Inc. v Laborat oires Goemar SA ( Laborat oire de la
mer ) [2004] ECR I-1159, at paragraph 21; j udgment of t he Court of Just ice of 11 March 2003 in Case C-40/ 01 Ansul
BV v Aj ax Brandbeveil iging BV ( Minimax ) [2003] ECR I-2439, at paragraph 39; and j udgment of t he Court of Just ice
of 11 May 2006 in Case C-416/ 04 P The Sunrider Corporat ion v OHIM ( Vit afruit ) [2006] ECR I-4237, at paragraph 72
in f ine).

- Fourt h: as provided in Art icle 15(1)(b) of CTMR (207/ 2009), The fol lowing shal l also const it ut e use wit hin t he
meaning of t he first subparagraph: [ ](b) aff ixing of t he Communit y t rade mark t o goods or t o t he packaging t hereof
in t he Communit y solely for export purposes. In t hat sense, and as t he communit y j udge has held, use of t he mark by
a single cl ient which import s t he product s for which t he mark is regist ered can be suff icient t o demonst rat e t hat
such use is genuine, if it appears t hat t he import operat ion has a genuine commercial j ust if icat ion for t he propriet or
of t he mark (see t o t hat effect , order of t he Court of Just ice of 27 January 2004 in Case C-259/ 02 La Mer
Technology, Inc. v Laborat oires Goemar SA ( Laborat oire de la mer ) [2004] ECR I-1159, at paragraphs 24 and 27 in
f ine).

In t he l ight of al l t he above considerat ions, it should be not ed t hat in many cases t he use of a CTM in one single
Member St at e could be considered as suff icient or genuine .

Dr. Camilo Sessano Goenaga.
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Filemot said...
OHIM seem t o have had t he last word . Benleux is wrong t oday but we may be about t o see a change in
t he CTMR t o require int erst at e t rade t o maint ain a CTM

http://oami.europa.eu/ows/rw/resource/documents/OHIM/OHIMPublications/ohim_contribution.pdf
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Anonymous said...
At last t he pol it ical ly correct opinion suffers a set back.

The fol lowing IPKat sent ence writ t en on January 22, 2010: It would also be st range if t he single t errit ory of t he
Communit y adopt ed a dif ferent principle from t hat operat ing in member st at es, where t he use of a t rade mark in
j ust one small corner of a very large j urisdict ion is st il l regarded as genuine if it ful f ils ot her crit eria of use. shows
t hat - as many ot her persons - t he aut hor apparent ly did not real ly st udy nor consider t he problem in it s ent iret y:

- as regards Geographical ly suff icient use for CTMs, one simply cannot apply t he same crit eria as for nat ional or
Benelux TMs for an obvious reason: on a nat ional level, t here is no fal l -back opt ion since t here is no Scot t ish not
Bavarian TM, meaning t hat -subj ect t o t he legal pract ice of each involved count ry- a genuine use in Scot land (or even
a part t hereof) might do t o keep in force a UK TM or a genuine use in Luxemburg might do t o keep in force a Benelux
TM; on t he ot her hand, on a EU level, t he nat ional (& WIPO) TMs const it ut e such a fal l -back posit ion and t here is
for example no reason t o pol lut e 24 TM regist ers by using a CTM in 3 count ries and pret ending t o maint ain t his
super-powerful right for ever in t he EU; whereas t he preceding is plain common sense, many persons only
reluct ant ly agree and cert ainly do not want t o draw t he necessary logical consequences;

- IPKat should t ry t o seriously t hink about t he meaning of (genuine use) in t he Communit y (CTMR, Art icle 15.1);

- IPKat should t ry t o seriously t hink about t he meaning of § 37 of t he HIWATT decision (CFI, December 12, 2002:
HIWATT/ Kabushiki Kaisha Fernandes -T-39/ 01), a decision which, despit e much wishful t hinking from it s opponent s,
was not at al l inval idat ed by t he more recent j urisprudence (which cont ains almost not hing on t he geographical
use of CTMs): .. .genuine use means t hat t he mark must be present in a subst ant ial part of t he t errit ory where it is
prot ect ed... );

- IPKat should read (again) posit ion papers on t he risks incurred by t oo low (geographical) use requirement s as
regards CTMs, in part icular t he art icles writ t en by Luis-Alfonso Durán (2005), Jaroslaw Kul ikowski (2005), Fabio
Angel ini (2005 & 2006) and t he 50-60 p st udy I wrot e wit h Dr Al l iana Heymann in 2006-2007 furt her t o a present at ion
I made during t he 2006 ECTA Annual Conference.

But ever repeat ing or writ ing t he same conformist argument s is of course easier.. . St il l I wil l never underst and how
Anglo-Saxons who are famil iarised (and ful ly agree) wit h t he (very) demanding use requirement s in Canada or in t he
USA can be so t olerant and lax vis-à-vis t he lack of any serious use requirement s for t he CTMs, meaning t hat
t here is no eff icient mean t o el iminat e t he ever increasing amount of deadwood (= CTMs which are not or not
widely enough used); t hese gent lemen should be aware t hat clogged TM regist ers are a serious problem when you
want t o creat e and prot ect new brands: t his is a much more relevant business issue t han whet her t his is del iberat e
or not j ust defending t hose who own exist ing right s and want t o keep t hem forever; indeed a very st at ic and
conservat ive way of envisaging business l ife.. .

François GRIESMAR, IP Lawyer
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The TradeMarkovs' said...
May I hazard t o add t hat t he US TM syst em is ent irely dif ferent one (f irst -t o-use or rat her mixed)? I f iled for a couple
of TM designat ing t he USPTO and I faced t he real est abl ishing of right s primarily by int ent ion & ocupat io .

Yet I am deeming t hat we are discussing rat her a legislat ive t opic. So may I offer a TM ut opia by changing our f irst -
t o-f ile syst em int o a genuine declarat ive regist rat ion?


